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Statement of Considerations

CLASS WAIVER OF THe GOVERNMENT'S U.S. AND FOREIGN PATENT kr1AT IN
INVFNTIONt MAOn IN THE COURSE Or nR UNOER COOPERATIVE AIRtEMENT.S
ENTEREn INTO UNDER THE DEPARTMENT )F ENERGY'S HWtH TEMPERATURE
SUDERC1OtilJCTIlITY D1LOT CENTCRS PROGRAM W(C)-88-001

The nepartoent Of Encrgy (DOE) considers the National LAhoratories to he a
iinquC and YVluable national resource that should he mare available to the
extent feasible for use by others to accelerate co'nmercilr iztltu, ur e,'t,^qy
technol ogy.

In laQ7 Dresident Reeawa issuPd Executive Order No. 7.,ol entftlee
"Facilltatino Access to Science and Technoloqy". The purpose of this
EXeCutivt nrder was to ensure that Federal aiencies and laboratories assist
universities and the private sector in broadenqng the technology base 6f the
nation by moving new knowledqe fror the research laboratory into the
development of new products and processes. More particularly, Federal
agencies were, to the extent pernitted by law, to encourage and facilitate
collaboration annno Federal laboratories, state and local governments,
universities, and the privote sector.

The Department has undertaken various initiatives ained at reducino
institutional barriers to the transfer of technology from its National
Laboratories. One such initiative is in the area of increased access by the
private sector to the MAO contractor facilities, Acces$ by nonprofit
organizations, -small business rirms, or others to such research and
development facilities is already available in situations where the private
party (i.e., sponsor) agrees to reimburse the Government or MAO contractor for
costs of pprformilno the sponsor's work. Such arrangements are involved in the
nnO "Work for Others" (WFn) and "Ulse of Facilities" mroprams, and are not
considered "funding agreements" as defined in .S U)C 2.1.

In order to facilitate wider use and access to these facilities nno itssvue
class waivers dealing with subject inventions made by snonsors in these two
cateoories to any work performed at MHA facilities under the WFO Asreements or
User Aqreements; this may include work relatinp to high temperature
superconducti n tcchnolopy.

The Hioh Temperature Superconductivity (HTSCI Pilot Centers Prooram is an
additional and alt.rn.te mechanism which is to be made available under
cooperative agreements with small business, nonprofit, or large business
participants to avail themselves of the unique RAP facilities and expertise of
selected MAR contractors. The Pilot Centers Proaram differs from and is
distinguishable from the "Wor< for Others" or "Use of Facilities" Programs in
sevpral respects:

1. The Pilot Centers orooran will be funded by DnE through cooperative
aareements with private participants and therefore such aqreements may fall
within the term "funding" agreenent as defined in P.L. o6-T;7, as amended by
p,0', _^->,
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2. The Pilot Centers °rorafn class waiver is directed tn a sPecific
technolopv, i.., High Teiperoaturf Superconductivity, and Is Intended to
allocate patent riqhts in o manner which wil1 accelerate commercialization of
that technology.

3. The oilot Centers Prnqrom clnas woiver takes into consideration not only.
the tecnnoloqy transfer capacity of the participant but allows utilization of
the already demonstrated technotooy transfer capacities nf the selecteW
nreportment's MAr contractnrs, thus providing an opportunity for the
participant as well as tne M&n contractor to advance conmmerciallzAtlnn of HT$s

technology. For example, where the particioant is not Interested or is not in
a onsition to commercialize all areas of utility of a niven superconductina
invention, this class waiver has sufficient flexibility to permit the
technology transfer resources of the MA) contractor tn be utilized to promote
the full conmercliA potential of a superconducting development.

The '1lot Centers selected for Inclusion In the HT5'C ilot Centers oroqram are
the Los Alamos National Laboratory in New Mex1co operateb hy the University of
California iunder Contract W-74nA-Enq-~A, Arqonne National Laboratory in
Illinois operated by the University of rhicano under Contract W-.3l-lnO-Eno-A,
and the nOE-owned facilitles in Oak Ridae, Tennessee, operatad by Martin
M^rietta Enerny Systems, Inc., IEneroV Systemns under Contract
n)F-ACn-.A4nR? 4r),.

The milot Centers have been characterized by 4ecretary of Enerqy Herringqtun as
a kev element in the Superconductivity Initiative announced by president
Reagan in July IqR7 tn make the resources of the Federal onvernment available
tn United States Industry in ddpvelop1nn commercial products from hlph
temperature superconductlnn materials.

1tiqh temperature sunerconductivity materials have potential use In such
applications as electrical generation, storane, nd transmission, computers,
diaonostics, and transportetion. However. the mate-lals ore ceramnics which
are dirricult to, fabricate and reoutre extensive process and product
development before their commercial utility can be realized. The purpose of
the Dilot Centers brooram is to provide intdutry, nonprofit, and academia
pertlcipants access to the resources of the Pilot Centers to accelerate
technilcal andr c"nrercial development of high temperature superconductinq
technol oy.

The participants in these cnoneratlve ngreementa may comprise small business
firms, or nonprofit oroanizations, as defined in q USC ?Znl, and large
business, i.e., those business entities which do not meet this definition.
Under the provisions of the Beyh-nole Act, P.1, °s-517, as codified in 3 liUS

2n1. et seq., iach nonprofit orqrnlizatinn or small business may, with cert-in
exceptions, elect to retain title to inventions conceived or first actually
reduced to practice by its employees in the vDrformence of work under a
contract, orant, or cooperative aqreement entered lnto between any Federal
^qency and any contractor funded in whole or in oart by the Federal
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rovvrnrtent. Thus, small business entities end nonprofit orqanizatfons already
have A Statutnry rinht to elect to file on any of their Inventions made durinq
the course of any fundinq aqreeement which they enter into with a llot
Centor's M4n contractor,

Atel1tionAlly, the nonprofit M&A contractors may, with certain exceptinns,
elect to retain riohts under the provisions of n... 9-5tl7, as amended, to
Inventions conceived nr first ,rtully reduced to ortctice by their employees
in the pcrformnnce Of any funrinq aqreement which they enter Into with a
participant under the HT$S, Pilot C.eet.prs roqram.

It Is the purpnse of this class waiver to provide a waiver of patent ri4hts
under the authority of Section t15 of the Atomic Energy Act of 19SA, as
amenna'd, (At? UtC 71I2I and Section q of the Federtl Non-nucleea Enerly
P.osparch and nevelopment Act Of Iq7A rn2 ULrC 5qnq) which is consistent with
the objectives of Execative Order t?501. Jn one particular, the scope of this
class waiver is d1 recten to the class of identified inventions which comprise:

A, Subject inventions made by erployees of Energy Systems OurInq the course
of or under any cooperative apreement entered into by .neroy Systmns
under the HTSC Pilot Centers 5ropr-ani, and

R. 5uh.ieCt inventions of laroe business entities which cost shire Cles than
?nt in cooperative aoreements entered intu with Pilot Centers' Mtn
contractors under the HTC pilot Centers Prnoram. Historically, cost
sharinq levls below ?)0 have not oenerally been found by DOE to
represent sufficient corpurdte Interest tndui c(winltmenlt y laroe buslness
contractors in the commerc1allztt1on process to Justify waiver nf the
qrovernment's riqhts In such InvPntions.

In accordance with this class waiver, Catcsory (A) fnventfins are waived to
!neroy Syste.ns and Catepnry (B) Inventions are waived to the Mwr contractor
participating in a particular cooperative aqreement under the HTSC Pilot
Centers Prooram In order to take advantage of the technoloqy transfer
cipalil1ty of the MPn contractor. since the larae business participant is
unwilltnq tn cost share a 20o or abovp level In Catpgory 9, the qrant of a
waiver to thq laroe businass particloant is not iistlfied. In order, however,
to obtain the benefit of the demonstrated technolopy transfer caoabllity of
tne .rW.) contractor oT tme vlot '.enters ano to taciltate tne incoCoororton of
inventions of r.ateqory 5 that are made under these cooperative aqreements into
the MAO contractor licenslna propraf in the superconductor field, the rltht to
elect to file patent applications o0 such Identified Inventions Is placed with
the flotr Center's MAO contractor.

Further, technnloqy transfer may be enhanced by the MA) contractor being able
to offer the waived inventions made under the HT.SC 1lot Centers Prooram with
other of its related inventions in the Hinh Temperature Superconductivity
field, Thus, It is believed that. the grantinn o'f A wAiver tn these identifipp
IrtvittLIrlb will rink Lhv bt.iuellLb ur tiet buvrUtniuuJLut i Lth.tlinuvy wTd.ly
available to the public in the shortest practicable time and promote the
commerciAl utilization of such inventions.
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In another particular, the scope of this class waiver Is directed to an

advance waiver of inventions of a lImited cass of cooperative agreements

entered into under the HTSC Pilot Centers P-or-am with larpe business entities

which cost ,ha-e At least n. (not includino any waived feel.

With resprnct tn the advanceC cOlss witver to the lim(itd class nf cooperative

aqreements, this woiver coteoory is an extension of existinq nO)r patent waiver

pOl ly whii:. reCoQn1ies that at least a ?'Y level of cost sharini is an

In1rcntinn nf rwrnitment hy the pArttripAnt tn ndvAnrr the trrhnnlnny and
effect cnm-rercial utilltatinn thereof. Thus, it is bolieved that the raraltin 9

of this limited class waiver will also make the benefits of the
superconducting technnlony widely available to the public in the shortest
practic:alef time and promotft the commercia1 utilZation of the waived
Inventi ̂ ns.

lmolementatinn of this class waiver to the identified inventions of Cateqnries
(Al and (.R Is to he by a simple procedure which requires fll the M n

contr'actor re*ootinn of the invention within the times specified in its
contract with a request to retain riqhts: (7. certification by the MAO)
Contractor reqarrinn its intent to commercialize the invention itself or
through Its lic*nrsee(s) within three years from the time this waiver is
effective, tubject tn extension of the time perioC for commnercializatinn, in
twn year interva's, so lono as the M10 contractor demonstrates to the
satisfaction of nnE that it or its licenseefs) is actively Dursulno
cnmrerciallzation of the nventinn: M'I certification by the MAO contractor

tha': the invention at the time of the requtst for waiver has nnt heen
developed to the point of cormmerCialization: and (4) certification by the MRO
crntractor that it will bear the cost of prosecutlnP and mnantaininq any
patent applicationtsl or patentrsl on the waived invention at Its private
expense in accordance with its Mtn contract or as otherwise approved by the
Assistant r,eneral rnunsel for Patents.

The natent Counsel assistino the prtocurin activity must review end certify as

to whether the conditions of this class waiver have been met. For the class
of ldentified inventions of Catenories (Al and (B) this Includes certification

that, after review of the invention and relevant facts, the waiver Is
dPolicAhb! t the invention. for the advance waiver for the limited class of

cooperative aoreenrnts it Itncludes r.rt.tftr.ttion that the minimrirr reqllirPeTPnt
of ?0n cost tharinq (not Includino any waived fee) is met,

necause of the nature nf the work to be performed under the cooperative
agreements under the experimental HTS, bilot Centers Prooram, the scope of the
class waiver does nnt include inventions which: !1) fall within nDO's weapon
oroaram, neval nuclear propulsion Drocran, uranium enrichment fincludino

isotope separttlnnl prnaram, storage and disposal of civilian hian level
nuclear waste nr soent nuclear fuels: ?.) relate to subject matter that Is

classified or sensitive under section IAR of the Atomic Eneroy Act of 1094, as

amended; and i(3 come within tho anbit of internatlonal aqreements or treAties
In existence at the tire of execution of the cooperative or-eements for
inventions waivel to the participants or identified in the MAO contracts for

inventions waived to the MAO contractors li the area of superconductino
t.o.hnnl nqy.

1;
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lt IS believed that this MTSC waiver not only resoonds to the Oresident's
Initiative. to promote cownercial development of superconductivity research,
,ut is consistent with the objectives and consideratinns of DOE statutory
waiver polity. This waiver yrontes wider interactlon between private
partfcipants ftr co-sprinsrred research and flevelopment utiltiznq the ceMb4ned
technoloqy of participants .ald allot .enters. An eoually important feature of
this waiver is that It permits utilization of the demonstrated technolaoy
transfer Capabilitles of the Ma0 contractors Darticipatinn in the nilot

Centers Orooram in a tandem relationship with the participant to promote
comnercializatlon of spnnsored HTSC technology especially in cases where
interest in commerclallzation of the partfcipant is narrow but the developer
technoloQy has broad Roplit;otlon and the participant ts either unwilling or
urablle to promote the broader applications.

It is recoqnlzer that the Pilot Centers arogram is an experimental proqram
wnicn has as its goal to cnmmerciaiize The 'ThsC technoloqy and aos su;vh tlle t14A
tontractor's performanue will bte oiuTely evaluatoed rurt rvLuit pt.,uvro' t1'1ein
anr/or class waivers of this nature, Since the MAn Contractors through this
Class waiver to identified inventions will, in many cases, have
Commter:iaization riqnts in noT only its own lnvpnt.innt bu. alson inventions of
the Participant (for cost shared aoreements of less thin ?n% cost share) and
will be entltlfe to neootlate with the oarticipunt for such commercial rights
in the HTSC technoloqy, the neparttent has established criteria for evaluating
tht M&.) contractor as tn its selectlnq the cnnmercialization route which will
best ensure the early cormmercialization of the HTSC technoloQy. Accordingly,
this evaluation Of the MAO contractor's licensing activities serves as
addittonal 3i.sttflcatlon-for the grant of the waiver or the scope set forth
herein.

The grant Of this waiver allows the "ilot Centers to identify and implement
effective onvernment/lndustry research cooperation as a model for establishing
a pernaneni program. rrant of waiver riRthLs L tlle tlret! MAfO ,t,- lr6cto.'s
operatln- the Pilot Centers and to the participants will provide these
Contractors with an opportunity to demonstrate the technical and technology
transfer resources in conductinp cooperative aoreements with participants to
develoo the HTSC technolooy for conmercial application, thereby improvinn
lUnte Sntates competitiveness in the superconducting rfeld.

The Qrant of this class waiver to the experimental tllot Centers and
participants should not result in adverse effects on competition or market
concentration. The HTSC is an emerqing technology in which quite a number of
United states corporations as well as foreiqn companies have active
development programs. Waived inventions will be subject tu a royalty-free
license to the Government and o)E has the riqht to require periodic reoorts on
the utilization or the efforts at obtaining utilization that are beinQ made
for the waived inventions, If an M)O contractor or participant IS not makinq
reasonable efforts to utilize a waived invention, )OE can exercise its
march-in riqhts and require licensinq nf the invention.

S
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ACcord~inny 1 in v1pW nf tie n bbjectives for the HTSC Pilot tenters Proaram

and in consideretinn of nrr.'s statitory WaVer Oolicy, all of which have been

consi~rreo, it Is recomynenfed that this c06kS waiver as set forth above wfli

best serve the Inteoests of thp uni0ted StateS and the oenerol publiC. It Is

therefore recrl~qended that the waiver be aranted.

j 1Tvng ularrack
AsFistant Datent Counsol for
rnntrnlts, Licenses A linttion

Rased on the forenolng Staterient 9f ",onsierations, It iS dettrtmiv(.d that tha

intsrrSt Of th Uniltedl ptate; anl the general Dublic will bes+ be serv$d by

waiver of Unltcd Ftatos and toreiqn patpnt right,% And, therefort, thq wlvs
Is oranted. fois waiver shall not affect any waiver previously gramted.
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